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REMARKS 

Claims 1-30 are pending. Claims 1-10 were examined and rejected. Claims 11-30 were 
withdrawn by the Examiner. 

Claim 1 is amended for clarity. No new matter has been added. 

In view of the above amendments and the following remarks, the Examiner is requested 
to allow claims 1-10. 

Re jection of claims under 35 U.S.C. § 112, second paragraph 

Claims 1-7 and 9-10 were rejected under 35 U.S.C. § 112, second paragraph, as allegedly 
being incomplete for omitting essential steps. The Applicants respectfully traverse this rejection. 

As best understood by the Applicants, this rejection appears to be based on the idea that it 
is unclear how a compound capable of modulating Fey receptor signaling can be identified. 
Specifically, since claim 8 is not included in this rejection, the rejection appears to be based on 
the idea that there is no way for one of skill in the art to determine whether a candidate 
compound modulates Fey receptor-mediated signaling without comparing results to a control. 

The MPEP states that 35 U.S.C. § 112, second paragraph, requires that claims 
particularly point and distinctly define the metes and bounds of the subject matter that will be 
protected by the patent grant. This requirement is an objective one and is evaluated in the 
context of "whether the claim is definite - i.e., whether the scope of the claim is clear to a 
hypothetical person possessing the ordinary level of skill in the pertinent art." (see MPEP § 
2171). If the scope of the subject matter embraced by the claims is clear, and if applicants have 
not otherwise indicated that they intend the invention to be of a scope different from that defined 
in the claims, then the claims comply with 35 U.S.C. § 112, second paragraph, (see MPEP § 
2173.04). Further, the breadth of a claim is not to be equated with indefiniteness. In re Miller, 
AA\ F.2d 689, 169 USPQ 597 (CCPA 1971). 

The question in this case is therefore whether the metes and bounds of the claim are clear. 
The Applicants submit that the metes and bounds of the instant claims are quite clear to one of 
skill in the ait and, as such, this rejection should be withdrawn. 
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The Applicants submit that the meaning of the term "determining" would be adequately 
understood and does not make the claim unclear. The term "determining" is a dictionary defined, 
well used word that does not have an ambiguous meaning. Further, the Applicants note that over 
300,000 issued patents (i.e., approximately 4% of all issued patents) have the word 
"determining" recited in the claims (see Exhibit A), and in 9 of the first 10 of those patents the 
word "determining" is used as the first word in a step of the claim. Moreover, the Applicants 
note that over 2500 issued patents have the words "determining" and "assay" recited in the 
claims (see Exhibit B), and in 9 of the first 10 of those patents the word "determining" is used as 
the first word in a step of the claim. Thus, the Applicants believe that the word "determining" is 
not a word that introduces ambiguity into patent claims. Rather, the word "determining" is often 
used in patent claims because it has a defined meaning. 

In the context of the claimed method, one of skill in the art would read "determining" as 
encompassing comparing results to control results. However, since the method can be performed 
in the absence of a control experiment and still work, the Applicants submit that the claims need 
not be further defined. 

Finally, the Applicants note that the claimed method, including the determining step, may 
be practiced in a variety of different ways. However, as noted above, it is well established that 
the mere fact that a claim can be practiced in a variety of different ways cannot in itself render 
that claim indefinite. In re Miller, 441 F.2d 689, 169 USPQ 597 (CCPA 1971). 

The Applicants submit that this rejection has been adequately addressed. Withdrawal of 
this rejection is requested. 

Rejection of claims under 35 U,S.C. § 102 

Claims 1-10 were rejected under 35 U.S.C § 102(e) as anticipated by Wabl 
(WO03/074652). The Applicants respectfully traverse this rejection. 

A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference. Verdegaal Bros. v. Union 
Oil of California, 814 R2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). Additionally, the 
identical invention must be shown in as complete detail as is contained in the claim. Richardson 
V. Suzuki Motor Co., 9 USPQ2d 1566 (Fed. Ck. 1990). 
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The claims of this case require an "IgE primed mast cell that comprises an activated Fey 
receptor" (reworded from an "IgE primed mast cell. ... in the presence of Fey receptor signaling 
activation"). The Fey (i.e., Fc-ggmma) receptor is different to the Fee (i.e., Fc- epsilon ) receptor. 
As is well known, the Fey receptor is activated by IgG, whereas the Fee receptor is activated by 
IgE. 

While Wabl discloses IgE primed mast cells and performing screening assay using IgE 
activated mast cells (which necessarily comprise an activated Fee receptor, i.e., an activated Fc- 
epsilon receptor), Wabl does not disclose any screening assay that uses a "mast cell comprising 
an activated Fey receptor" (i.e., an activated Fc-gamma receptor), as required by the instant 
claims. Wabl makes no mention of activating the Fey receptor of a mast cell, or of any screening 
assay that employs mast cells that comprise an activated Fey receptor. 

Thus, Wabl's uses mast cells that are different to those recited in the rejected claims.. 

In the Office Action, the Examiner cites Bristol-Myers 58 USPQ2d 1508 (Fed. Ck. 2001) 
in support of the rejection. However, even in view of Bristol-Myers, the fact remains that the 
method claimed in the instant case uses mast cells that are different to those of Wabl. Thus, the 
claimed method is different to that of Wabl, and this rejection should be withdrawn. 

Withdrawal of this rejection is requested. 
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The Applicants respectfully requests that a timely Notice of Allowance be issued in this 

case. 

The Commissioner is hereby authorized to charge any underpayment of fees associated 
with this communication, including any necessary fees for extensions of time, or credit any 
overpayment to Deposit Account No. 50-0815, order number RIGL-047. 

Respectfully submitted, 

BOZICEVIC, FIELD & FRANCIS LLP 



Date: December 5. 2007 By: /James S. Keddie. Reg. No. 48.920/ 

James S. Keddie 
Registration No. 48,920 

Enclosures: Exhibit A and Exhibit B 

BOZICEVIC, FIELD & FRANCIS LLP 
1900 University Avenue, Suite 200 
East Palo Alto, California 94303 
Telephone: (650) 327-3400 
Facsimile: (650) 327-3231 
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